Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA552580

Filing date: 08/06/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name State of Oregon acting by and through the State Board of Higher Education on
behalf of the University of Oregon

Entity State Agency Citizenship Oregon

Address 1226 University of Oregon

Eugene, OR 97403
UNITED STATES

Attorney Kevin M. Hayes

information Klarquist Sparkman, LLP

One World Trade Center, Suite 1600, 121 SW Salmon Street

Portland, OR 97204

UNITED STATES

ptotmdocket@klarquist.com, kevin.hayes@klarquist.com Phone:503-595-5300

Registration Subject to Cancellation

Registration No 4237530 | Registration date | 11/06/2012

Registrant SCODUCKS, LLC
738 E 18th Ave
Eugene, OR 97401
UNITED STATES

Goods/Services Subject to Cancellation

Class 025. First Use: 2011/09/28 First Use In Commerce: 2011/10/01

All goods and services in the class are cancelled, namely: Beanies; Collared shirts; Crew neck
sweaters; Hooded sweatshirts; Polo shirts; Rain jackets; Scarfs; Short-sleeved or long-sleeved t-
shirts; Shorts; Sweatpants; Tank tops

Grounds for Cancellation

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 4044277 Application Date 02/03/2011

No.

Registration Date | 10/25/2011 Foreign Priority NONE
Date

Word Mark OREGON DUCKS

Design Mark

Description of NONE



http://estta.uspto.gov

Mark

Goods/Services

Class 021. First use: First Use: 2010/00/00 First Use In Commerce: 2010/00/00

Beverage glassware, lunch boxes, mugs, plates, and thermal insulated
containers for food or beverages

Class 025. First use: First Use: 1995/00/00 First Use In Commerce: 1995/00/00
Clothing, namely, hats, shirts, sweatpants, and sweatshirts

U.S. Registration | 4086487 Application Date 12/13/2010

No.

Registration Date | 01/17/2012 Foreign Priority NONE
Date

Word Mark OREGON DUCKS

Design Mark

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 1996/11/05 First Use In Commerce: 1996/11/05

education-related entertainment services, namely, conducting collegiate athletic
events in the fields of acrobatics and tumbling, baseball, basketball, cross
country, football, golf, lacrosse, soccer, softball, tennis, track and field,
volleyball, and wrestling

Attachments

Cancellation Petition.pdf(993778 bytes )
Exhibit A - Cancellation Petition.pdf(1606229 bytes )

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service

record by First Class Mail on this date.

Signature

/Kevin M. Hayes/

Name

Kevin M. Hayes

Date

08/06/2013




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

State of Oregon acting by and through the State )
Board of Higher Education on behalf of the )
University of Oregon, ) CANCELLATION PETITION
Opposer, )
v. } Cancellation No.:
ScoDucks, LLC, ) Reg. No. 4237530
Registrant. )
)
)
. )
In re trademark Registration of: ScoDucks, LLC
Reg. No.: 4237530
Filed: April 3, 2012
Mark: SCODUCKS
International Class: 025
Issued: November 6, 2012

NOTICE OF OPPOSITION

COMMISSIONER FOR TRADEMARKS
P.O. BOX 1451
ALEXANDRIA, VA 22313

The State of Oregon acting by and through the State Board of Higher Education on behalf
of the University of Oregon, located and doing business at 1226 University of Oregon, Eugene,
Oregon 97403 (“the University of Oregon™), believes that it will be damaged by the registration
of the mark SCODUCKS shown in Registration No. 4237530 for beanies; collared shirts; crew
neck sweaters; hooded sweatshirts; polo shirts; rain jackets; scarfs; short-sleeved or long-sleeved

t-shirts; shorts; sweatpants; tank tops (the “Challenged Registration™).

The grounds for the opposition are as follows:
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1. Opposer, University of Oregon, has been using its DUCKS brand for its athletic
programs for decades. Its athletic programs offered under its DUCKS brand have achieved
nationwide fame over that time. For example, just in the last 4 years, the DUCKS football team
has been selected to play in four Bowl Championship Series nationally televised football bowl
games: the Rose Bowl twice, the Fiesta Bowl, as well as the college footbal]l National
Championship. The DUCKS football team has further appeared in many other nationwide
television broadcasts and has also appeared on several occasions on ESPN’s incredibly popular
college footbail television program GAMEDAY. In addition, Oregon’s DUCKS basketball team
played in the March Madness tournament this year and its DUCKS baseball team recently played
in the tournament for the College World Series, narrowly missing an appearance in the College
World Series.

2. The University of Oregon, not surprisingly, also uses its DUCKS mark for many
kind of merchandise, such as, for example, clothing, beverage glassware, lunch boxes, mugs,
plates, and thermal insulated containers for food or beverages.

3, The University of Oregon additionally uses the mark GO DUCKS for its services
of providing news and sports information relating to the athletic teams of the University of
Oregon.

4, An example of the University of Oregon’s use of GO DUCKS is below.
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5. The University of Oregon owns Trademark Registration No. 4044277 for
OREGON DUCKS for beverage glassware, lunch boxes, mugs, plates, and thermal insulated
containers for food or beverages and for clothing, namely, hats, shirts, sweatpants, and
sweatshirts.

6. The University of Oregon owns Trademark Registration No. 4086487 for
OREGON DUCKS for education-related entertainment services, namely, conducting collegiate
athletic events in the fields of acrobatics and tumbling, baseball, basketball, cross country,
football, golf, lacrosse, soccer, softball, tennis, track and field, volleyball, and wrestling.

zh The University of Oregon uses the color combination of green and vellow to
identify its goods and services.

8. The University of Oregon uses the mark DUCKWEB for an interactive
information services for students, faculty, and staff,

9. A screen capture from the login page for the DUCKWEB marked service is
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copied below:
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10. The University of Oregon’s DUCKS, OREGON DUCKS, GO DUCKS, and
DUCKWEB trademarks discussed above were all well known before ScoDucks filed the
application for SCODUCKS that matured into the Challenged Registration.

11. ScoDucks, LLC is based in Eugene Oregon, the same city where the University of
Oregon 1s located.

12. Mr. Harry McHugh is the managing member of ScoDucks, LLC.

13. Mr. Harry McHugh is a student at the University of Oregon.

14. Mr. Harry McHugh was aware of the University of Oregon’s DUCKS branded

athletic services and goods before the Challenged Registration was filed.

PETITION FOR CANCELLATION
Page4 of 11



15. ScoDucks controlled the website at ScoDucks.com in June 2013.

16. A copy of a portion of ScoDucks’ website page from www.ScoDucks.com is

below:

| SCEDUCKS |+
K- EE I
K3 Bookmuiby

1€00UCks.cOm
& Mo visted  Griung Srten

Shopplng Cart P Saarch

TM .
D U l KS 0 nem(s) - $0.00 ielcome ViSFor you can Iopn of Lzeah 4
st 8
Home  dawuel Shiprieg 041 Chessot

i

ek
Gusck Quack ity Bitch Ouack Quack Cly Bitch Limited Black Beans

il $20.00 52000 $26.00 ' —1_;
17. ScoDucks controls the Facebook page at www.facebook.com/scoducks,

18. A copy of a portion of ScoDucks’ Facebook page at

www.facebook.com/scoducks is below:

PETITION FOR CANCELLATION
Page 5 of 11



9-_!&";1“

Fls Edt View Favomes Took Help

U

114

- facebook.com o ;- D &ox) 8 MNeom W3 SCODUCKS | Facenook " 1 J 3 |

TR ue:": Page~ Sofety = Took~ v
""DUCKS. DUCKS  DUCKS  DUCKS . DUCKS
chlsillﬂ”gucklslllﬂuguEKISIIIDIIQUBKIS\HI\HQUEKEIII'IIIQUC
]S‘GCODUCI(S Wi Like ¥ ¥

s - 8- F+a

A faety:a brand for geerytiing ducks

Tenttes: BSCODUCKS doteom «7 140 -
Inctagram: PSCOBUCKS
About Phatos Lites

= SCOBUCKS Boa Ba b 200N See A
tihs £

h Dayle W. Hinman
. 1 bens for anything that has to do with the DUCKS] Good lug
-
The Duck Stors &5 restocked! o .

T Megan Arblon
%] wahcot! Hice work bro. . Alreasy got my "Teach Me How 1
[28

More Posts ¢

- SCODUCKS

THERE'S NO PLACE LIKE AUTZEN

Fildey, Juna 14 212

19. ScoDucks has stated that its alleged SCODUCKS trademark is “[a] lifestyle brand
for everything ducks.” “[D]ucks” in this statement refers to the University of Oregon’s DUCKS
brand.

20. ScoDucks has allowed a post by Doyle W. Hinman from Qctober 25, 2012,
stating: “I am for anything that has to do with the DUCKS1 Good luck with your efforts with this
project” to remain on its Facebook Page.

21. ScoDucks, LLC, “liked” the post by Doyle W. Hinman on October 25, 2012,
stating “I am for anything that has to do with the DUCKS1 Good luck with your efforts with this
project.”

22. ScoDucks controls the Twitter feed @SCODUCKSdotcom.
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23.  Acopy of a portion of ScoDucks’ Twitter feed from @SCODUCK Sdotcom is

below:
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24. ScoDucks has referred to alumni of the University of Oregon as “our alumni.”

215 ScoDucks has used SCODUCKS where the SCO portion of the mark is yellow
and the DUCKS portion of the mark is green.

26. DUCKS is the dominant portion of SCODUCKS.

27. ScoDucks has retweeted that SCODUCKS is “a shortened form of "let's go
ducks" also a student run apparel company” as shown in the screen capture copied below from

ScoDucks’ twitter feed at www.twitter.com/scoducksdotcom.
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trademark before filing the Challenged Registration.
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34. ScoDucks knew that the University of Oregon owned and used the OREGON
DUCKS trademark before filing the Challenged Registration

35. ScoDucks knew that the University of Oregon owned and used the GO DUCKS
trademark before filing the Challenged Registration

36. ScoDucks knew that the University of Oregon owned and used the DUCKWEB
trademark before filing the Challenged Registration.

37. ScoDucks knew that the term “scoducks™ was associated with the University of
Oregon and its trademarks comprising DUCKS before filing the Challenged Registration.

38.  The attached Exhibit A is a copy of application no. 85588232 filed by ScoDucks
to register the mark SCODUCKS.

39. The specimens submitted by ScoDucks with application no. 85588232 were
photos of goods allegedly bearing the mark SCODUCKS.

40, ScoDucks stated in its application no. 85588232 that “[t]he applicant is submitting
one(or more) specimen(s) showing the mark as used in commerce on or in connection with any
item in the class of listed goods and/or services, consisting of a(n) a variety of apparel by
SCODUCKS, LLC.”

41.  ScoDucks stated in its application no. 85588232 that it had been warned “that
willful false statements and the like so made are punishable by fine or imprisonment, or both,
under 18 U.S.C. Section 1001, and that such willful false statements, and the like, may
jeopardize the validity of the application or any resulting registration.”

42.  Despite being warned as above, certain of the photographs that were allegedly
specimens submitted by ScoDucks did not actually bear the mark SCODUCKS as used in

commerce,
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43.  Certain of the photos that were allegedly specimens were photos of products that
were not of apparel by ScoDucks.

44.  In certain cases, the alleged mark SCODUCKS was simply applied to a piece of
paper laid on the alleged SCODUCKS marked good and was not attached to the good.

45, For example, the photo of a hat shown on page 21 of Exhibit A is from
ScoDucks’ specimens for its application no. 85588232, In this photo, the fold of the piece of
paper laid on the hat is visible. The paper clearly is not attached to the hat.

46. By way of further example, the photo of the coat shown on page 15 of Exhibit A
is from ScoDucks’ specimens for its application no. 85588232, In this photo, the coat that is
allegedly a specimen for SCODUCKS bears the COLUMBIA mark registered by Columbia
Sportswear in Registration 1344400 and the diamond design mark registered by Columbia
Sportswear in 1145112,

47. The coat shown in Exhibit A is not a SCODUCKS brand coat, but instead a
COLUMBIA brand coat.

48. ScoDucks knew when filing application no. 85588232 that the alleged specimens
were not of SCODUCKS marked products showing SCODUCKS as used in commerce on or in
connection with the identified goods.

49. On information and belief, ScoDucks intentionally used the specimens in
application no. 85588232 to cause the Patent and Trademark Office to believe that the specimens
were of SCODUCKS marked goods.

50. On formation and belief, ScoDucks intentionally used the specimens in
application no. 85588232 to cause the Patent and Trademark Office to issue the Challenged

Registration.
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51. The mark of the Challenged Registration is likely to cause confusion with the
University of Oregon’s senior DUCKS. GO DUCKS, and DUCKWEB marks.

52. ScoDucks’ submission of specimens to allegedly support its use in commerce of
its alleged SCODUCKS mark that were not specimens of its use in commerce of SCODUCKS
was done knowingly, with an intent to deceive the Patent and Trademark Office and cause the
Patent and Trademark Oftice improvidently to grant a trademark registration for SCODUCKS.

53. ScoDucks knowing submission of false specimens to cause the Patent and
Trademark Office to grant a trademark registration for SCODUCKS constitutes fraud on the
Patent and Trademark Office.

WHEREFORE, Petitioner deems that it will be injured and damaged by registration of
the mark of Registration No. 4237530 and Petitioner requests that this Cancellation be sustained
and that said Registration be cancelled.

This Petition for Cancellation is being filed together with the filing fee stated in 37 C.F.R.
§ 2.6(a)(16).

Respectfully su

By

Kevin M. Hayes
Klarquist Sparkman, Ly

One World Trade Center, Suite 1600
121 S.W. Salmon Street

Portland, Oregon 97204

Telephone: (503) 226-7391
Attorneys for Opposer
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that on August 6 , 2013, a true copy of the
foregoing Petition for Cancellation was served on Registrant at the Correspondence

Address listed for the Challenged Registration by first class mail, postage prepaid, to:

SCODUCKS, LLC

SCODUCKS, LLC

738 E 183TH AVE

EUGENE, OREGON 97401-4650
UNITED STATES

5
Kevin M. Hayes /

CERTIFICATE OF SERVICE
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